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DETAILED ACTION 

Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 1 , 3, 5-14, 29, 31 , 32, 36, 42 and 44 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over EP 0 575 130 in view of Ellis and Masters . 

EP 130 discloses a surfboard (see the disclosure under the subtitle "TECHNICAL 
FIELD") comprising: 

a lower half-shell 16 having no lateral side-walls; 

an upper half-shell 14 comprising a sheet having downwardly curved 

side-walls, the upper half shell being adapted to support a standing person during use 

of the surfboard; 

at least one longitudinal partition 20, at least said one longitudinal partition 
vertically connecting said lower and upper half-shells. 

EP 130 discloses both the upper shell and the lower shell as having honeycomb cores, 
but does not disclose the upper shell as comprising a sheet of foam and the 
longitudinal partition consisting essentially of foam. 

Ellis discloses honeycomb panels used as a core of a surfboard, the cells of the panels 
being filled with hardened granular foam material. 
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It would have been obvious at the time the invention was made to a person having 
ordinary skill in the art to which said subject matter pertains to fill the cells of the 
honeycomb cores of the upper shell and the lower half shell of EP 130 with granular 
foam similar to that used by Ellis. As such the upper and lower shell would comprise a 
sheet of foam. Motivation to do so is given by Ellis in column 2, lines 20 and 21 . 

Masters discloses in figure 3B a partition B' which consist essentially of foam. 

It would have been obvious at the time the invention was made to a person having 

ordinary skill in the art to which said subject matter pertains to replace the partition 20 of 

EP 130 with a partition similar to B' of figure 3B of Masters which consist essentially of 

foam. Motivation to do so can be found in column 3, lines 45-47 of Masters. 

In view of the modification ofEP 130 to have a partition similar to B' of Figure 3B of 

Masters, the at least one longitudinal partition ofEP 130 would then be made of an 

elastic foam providing the upper half shell of EP 130 with an ability to deflect relative to 

the lower half shell underpressure exerted by a foot of the user and the elastic foam 

would be exposed to an inner cavity of the board. Note that in figure 3B of Masters the 

partition B ' cushions the bottom edge of web member A '. This type of cushioning would 

allow the deflecting of the upper shell of the board ofEP 130. 

Claims 5 and 6 are being construed as product by process claims. Even though 

product-by-process claims are limited by and defined by the process, determination of 

patentability is based upon the product itself-see MPEP 2113. 

For claim 7, see EP 130 column 4, lines 53-56. 
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For claim 8, see EP 130 column 6, lines 12-32. 

The combination of EP 130, Ellis and Masters does not disclose that 

said at least one partition is made of polypropylene foam, that 

said polypropylene foam comprises an expanded polypropylene particle foam 

having a density of approximately 60 kg/m3, that 

said expanded polypropylene particle foam has a compressive stress at 25% 

of deformation of approximately 350 kpa measured according to ISO standard 844, that 

said polypropylene foam comprises an expanded polypropylene particle foam 

having a density of approximately 20-100 kg/m3 and that 

said expanded polypropylene particle foam has a compressive stress at 25% 

of deformation of approximately 100-600 kpa measured according to ISO standard 844. 

However, it would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains to use as the foam 
for the partition polypropylene foam that 
comprises an expanded polypropylene particle foam 
having a density of approximately 60 kg/m3, that 
has a compressive stress at 25% 

of deformation of approximately 350 kpa measured according to ISO standard 844, that 
has a density of approximately 20-100 kg/m3 and that 
has a compressive stress at 25% 
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of deformation of approximately 100-600 kpa measured according to ISO standard 844. 
Motivation to do so is to use a particle foam which while providing strength to the 
partition of EP 130, is durable, light and flexible. 

EP 130 does not disclose that said at least one longitudinal partition extends along at 
least 70 percent of the length of the inner cavity. It would have been obvious at the time 
the invention was made to a person having ordinary skill in the art to which said subject 
matter pertains to modify the partition 20 to extend along at least 70 percent of the 
length of the inner cavity of EP 130. As shown in figure 1 , the partition extends near to 
70 percent of the length of the inner cavity. To modify the partition 20 to extend at least 
70 percent of the length of the inner cavity would not require a drastic change in its 
length. By extending the partition 20 a little more in EP 130, the strength of the upper 
shell will be improved in the area toward foot straps 170. 

The partition provided to EP 130 in view of Masters would not include a rigid 
honeycomb structure, would comprise a material continuous along a height and along a 
bottom width of the foam B' of Masters, would be continuous along a height and along a 
bottom width of the longitudinal partition, and would comprise a material having a 
compressible elasticity or viscoelasticity to allow the upper half shell to deflect 
downwardly relative to the lower half shell under pressure exerted by a foot of a user on 
the upper half shell and to cause the upper half shell to recover upwardly upon 
cessation of the pressure exerted by the foot (see column 3, line 40 of Masters). 
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As shown in figure 2 of EP 130, the upper half shell is not symmetrical with respect to 
the lower half shell. 



3. Claims 2 and 4 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
EP 130, Ellis and Masters as combined for claim 1 and further in view of Wojcik. 

The partition of EP 130 as modified by Ellis does not comprise a plurality of longitudinal 
partitions made of elastic foam which is exposed to an inner cavity of the board. Note 
the plurality of partitions used by Wojcik in figure. 

It would have been obvious at the time the invention was made to a person having 
ordinary skill in the art to which said subject matter pertains, in view of the use of 
multiple partitions by Wojcik, to provide more than one partition 20 in EP 130 which has 
been modified to consist essentially of foam in view of figure 3B of Masters. Motivation 
to do so is to provide vibration dampening in more areas of the board. 

4. Claims 15, 16, 18-28, 30, 33, 34, 35, 37-41, 43, and 45-52 are rejected under 
35 U.S.C. 103(a) as being unpatentable over Itnyre et al in view of Ellis and Masters. 
Itnyre et al disclose a surfboard comprising: 
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a deck 12 having a downwardly concave transverse cross section and being adapted to 
support a standing person during use of the surfboard; 
a hull 1 1 connected to said deck to form a subassembly; 

at least one longitudinally extending partition, 19, 65 and 66 positioned within said 
subassembly interposed between said deck and said hull, said partition comprising a 
material 65,66 

having an elasticity to allow said deck to deflect under pressure of a foot of a surfer on 
said deck relative to said hull (if the deck vibrates it flexes). 

Itnyre et al does not disclose that the deck and hull comprise foam material; however, 
Itnyre et al does disclose the use of honeycomb cores for the deck and hull. 
Ellis discloses honeycomb panels used as a core of a surfboard, the cells of the panels 
being filled with hardened granular foam material. 

It would have been obvious at the time the invention was made to a person having 
ordinary skill in the art to which said subject matter pertains to fill the cells of the 
honeycomb cores of the deck and hull of Itnyre et al with granular foam similar to that 
used by Ellis. Motivation to do so is given by Ellis in column 2, lines 20 and 21 . 

Itnyre et al does not disclose that the partition comprises a polymeric elastic foam 
material having a compressible elasticity or viscoelasticity to provide the deck with an 
ability to deflect downwardly under pressure exerted by a foot of a user on the deck 
relative to the hull and to cause the deck to recover from the deflection upon cessation 
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of said pressure exerted by the foot. Note that the deck ofltnyre et al already has the 
ability to deflect downward under pressure exerted by a foot of a user as the deck can 
vibrate. If the deck vibrates it deflects both upward and downward. Layers 65 and 66 of 
Itnyre et a I provide the deck with an ability to deflect downwardly underpressure 
exerted by a foot of a user on the deck relative to the hull and to cause the deck to 
recover from the deflection upon cessation of said pressure exerted by the foot. 

Masters in figure 3B discloses a partition B' comprising a polymeric elastic foam 
polyethylene having a compressible elasticity or viscoelasticity to provide the deck of 
the kayak with the ability to deflect downwardly under pressure (see column 3, lines 39- 
41 of Masters-cushioning web A from the kayak inner bottom means that the deck 
flexes downward under pressure pushing web A toward the inner surface of the kayak 
hull). 

It would have been obvious at the time the invention was made to a person having 
ordinary skill in the art to which said subject matter pertains to replace the partition of 
Itnyre et al with a partition similar to that of figure 3B of Masters. This would allow the 
partition to comprise a polymeric elastic foam material having a compressible elasticity 
or viscoelasticity to provide the deck with an ability to deflect downwardly under 
pressure exerted by a foot of a user on the deck relative to the hull and to cause the 
deck to recover from the deflection upon cessation of said pressure exerted by the foot. 
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Motivation to do so is to use a partition not made up of layers and different materials of 
the partition in figure 13 of Itnyre et al to deaden vibration as disclosed in Itnyre et al 
column 4, lines 47-49. 

The foam of the partition provided to Itnyre et al in view of Masters would have a 
longitudinal side surface exposed to an inner cavity of the board of Itnyre et al. 



Claim 26 is being construed as a product by process claim. Even though product-by- 
process claims are limited by and defined by the process, determination of patentability 
is based upon the product itself-see MPEP 21 13. 

The combination of Itnyre et al, Ellis and Masters does not disclose that 

said material of said partition is polypropylene foam and that 

said polypropylene foam of said partition comprises an expanded polypropylene 

particle foam, that 

said foam material of said deck and said foam material of said hull comprise 
a polystyrene foam or a polyurethane foam and 

that said foam material of said deck and said foam material of said hull comprise 
an extruded polystyrene foam. 
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However, it would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains to make said 
material of said partition an expanded polypropylene particle foam, and 
said foam material of said deck and said foam material of said hull extruded polystyrene 
foam or a polyurethane foam. 

Motivation to do so is to use a well know kind of foam material which is easy to work 
with, is durable, is light, and which has characteristics desirable for use as a filler in the 
honeycomb cores of Itnyre et al and as the foam of the partition of the board of Itnyre et 
al. 

The partition of Masters does not include a honeycomb structure. As such the partition 
provided to Itnyre et al in view of Masters would not include a honeycomb structure. 

The partition of Masters is continuous along its height and along its bottom width. As 
such the partition provided to Itnyre et al in view of Masters would be continuous along 
its height and along its bottom width. 

The partition B' of Masters figure 3B consist essentially of a foam; therefore, it would 
have been obvious at the time the invention was made to a person having ordinary skill 
in the art to which said subject matter pertains to make the partition provided to Itnyre et 
al in view of Masters consist essentially of a foam. 
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The hull of Itnyre et al is considered to have no lateral sidewalls. 
In Itnyre et al the deck and hull are symmetrical. Ellis shows a deck and hull not 
symmetrical. It would have been obvious at the time the invention was made to a 
person having ordinary skill in the art to which said subject matter pertains to make the 
deck and hull of Itnyre et al not symmetrical with each other in the manner taught by 
Ellis. Motivation to do so is to change the design of the surfboard of Itnyre et al to 
change its surfing characteristics to enhance enjoyment of the board. 
The partition in Itnyre et al extends along at least about 70 per cent of the length of the 
inner cavity. 

In modifying the partition provided to Itnyre et al in view of Masters to consist essentially 
of foam, the partition would comprise no additional structural element extending along at 
least a majority of the height of the inner cavity. 

Response to Arguments 

5. Applicant's arguments filed November 7,2005 have been fully considered but 
they are not persuasive. 

6. In response to applicant's arguments under the subtitles "Rigid Partitions in the 
Prior Art", "MASTERS' Fig. 3B Uses Foam for Different Reason-No Motivation" and 
"'Consisting Essentially Of Limitation Not Accorded Proper Significance" the following 
rebuttals are made. First, the grounds of rejection have been modified in that the 
longitudinal partition consisting essentially of foam is considered to be B' alone of figure 
3B of Masters. Masters is considered to have two partitions in figure 3B. The first 
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partition is A' and the second partition is B\ partition B' being the partition consisting 
essentially of foam. 

Second, while EP 130, Ellis and Wojcik disclose rigid partitions, Masters does not. In 
Masters there is an upper half shell and a lower half shell with a partition between. As 
such, Masters is analogous to other type of watercraft such as surfboards having upper 
and lower half shells with partitions between such surfboards being disclosed by EP 
130, Ellis and Wojcik. 

Third, partition B' of figure 3B of Masters provides cushioning to the hull if the hull 
impacts an object. This teaching is applicable to a surfboard like that of EP 130. 
Replacing the partition of EP 130 with partitions similar to A' and B' of Masters will 
provide cushioning to the lower shell of EP 130 if it impacts and object. Such 
cushioning could prevent cracking of the lower half shell. This is motivation for making 
the combination of EP 130 and Masters. 

7. In response to the arguments under the subtitles "Neither EP '1 30 Nor Ellis 
Disclose a Sheet of Foam", "No Reason to Fill Cells of EP '130 with Compressible 
Foam" and " 'Cushioning' is Different from 'Deflection' ", the following rebuttals are 
made. 

First "cushioning" in Masters encompasses "deflection". There would be no need to 
cushion if a deflection didn't occur in Masters. 

Second, the shells of EP 130 are each honeycomb sheets. When the honeycomb of 
each is filled with granular foam material, each effectively become a sheet of foam 
material. 
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Finally, there is a reason to fill the honeycomb shells of EP 130 with granular foam. 
That reason is found in Ellis, column 2, lines 20 and 21 . 

8. In response to the arguments under the subtitles "Withdrawal of § 103 Rejection 
Based Upon ITNYRE, ELLIS and MASTERS", "No Disclosed Deflection of ITNYRE's 
Board Relative to Hull", and "No Disclosed Downward Deflection of MASTERS' Deck" 
the following rebuttals are made. 

First, layers 65 and 66 of Itnyre et al are vibration dampening layers. If the upper and 
lower surfaces vibrate, then there is downward deflection of the upper surface. 
Vibration of the upper surface of Itnyre et al means that it moves back and forth, or up 
and down. The upper surface cannot vibrate without moving downwardly. A surface 
may not vibrate when it deflects, but a surface which vibrates certainly deflects. 
Second, while Masters does not specifically disclose that the upper surface deflects 
downwardly, the partition B' of figure 3B of Masters would allow for such deflection. The 
cushioning provided by the bottom of partition B' of Masters allows for deflection of 
either the upper surface of the lower surface. 

9. In response to the arguments presented under the subtitles "Use of 
Polypropylene Foam Not Obvious", "All of Foam of Prior Art Not Continuous in Height 
and Width", "Invention of Claim 50 Not Met by Prior Art of Record" and " 'Consisting 
Essentially Of Not Accorded Proper Significance", the following rebuttals are made. 
First "consisting essentially of has been accorded proper significance. The grounds of 
rejection have been altered such that the partition of Masters which consist essentially 
of foam is B' alone of Masters figure 3B. There are considered to be two partitions in 
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figure 3B of Masters, partition A' and partition B\ partition B' consisting essentially of 
foam. 

Second, partition B' of Masters is continuous in height from the upper hull to the lower 
hull and has at least one surface, the lower surface which is continuous in width. 
Third, if the partition is similar to B' alone of Masters, the partition would comprise no 
additional structural element extending along at least a majority of the height of the 
inner cavity. The partition of figure 3B of Masters can be considered to be B' alone. 
Finally, Masters teaches the use of partition B' to cushion impact. An elastic foam 
would be desirable to one having ordinary skill in the art for use as the foam of a 
partition being used to cushion impact, whether by a user's foot or by hitting an object. 
One having ordinary skill in the art would know the properties of Polypropylene Foam 
which lend it to being an elastic foam. As such, one having ordinary skill in the art could 
make the choice to use this foam for its properties. 

10. The rejections stand. 

Conclusion 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sherman D. Basinger whose telephone number is 571- 
272-6679. The examiner can normally be reached on Monday through Friday, 5:30 
a.m. to 2:00 p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Samuel J. Morano can be reached on 571-272-6684. The fax phone 
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number for the organization where this application or proceeding is assigned is 571- 
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